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REMARKS 

Amendment to claim 25 is to insert a punctuation mark. Amendment to claim 37 is for the 
purpose of clarifying what Applicants regard as the invention. No new matter has been added. 

I. ALLOWED CLAIMS 

Applicants wish to thank the Examiner for allowing claims 12-20. 

II. CLAIM RESTRICTION 

In response to the restriction requirement, claims 42-49 have been canceled with traverse. 
According to the Office Action, claims 22-28 and 42-49 are withdrawn from consideration. 
However, Applicants respectfully note that multiple actions on the merits for claims 22-28 have 
already been received in previous Office Actions and responded by Applicants. As such, it would be 
prejudicial to the Applicants to have claims 22-28 restricted out at this late stage of the prosecution. 
For at least the foregoing reason, Applicants respectfully request that claims 22-28 be considered in 
view of the amendment and arguments (repeated herewith) presented in Applicants' last response. 

III. CLAIM OBJECTIONS UNDER 35 U.S.C. $ 112 

Claims 37-41 stand objected to for the specification allegedly failed to teach how to acquire 
multiple images in a physiological cycle. Applicants do not understand the objection since such step 
is simply performed by taking multiple images while a patient is moving (e.g., breathing). As such, 
those skilled in the art can clearly perform such step without undue experimentation. In addition, 
Applicants respectfully submit that techniques for acquiring multiple images in a physiological cycle 
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are known in the art, and that those skilled in the art know how to perform such step in view of the 
specification. For example, page 7 of the specification describes an apparatus 20 that can be used to 
take a plurality of images while at least a portion of a patient is undergoing a physiological cycle. 

IV. CLAIM REJECTIONS UNDER 35 U.S.C. § 102/103 

Claims 1-7, 9, 10, 34, and 37-39 stand rejected under 35 U.S.C. 102(a) as being anticipated 
by U.S. Patent No. 6,307,914 (Kunieda). Applicants respectfully note that in order to sustain a 
rejection under §102, each element in the rejected claim must be found, either expressly or 
inherently, in the cited reference. 
Claims 1-10 

Claims 1 and 10 each recites establishing a relationship of the at least one marker relative to 
the target by measuring a relative position between the at least one marker and the target. According 
to the Office Action, column 11, line 59 to column 12, line 9 allegedly disclose the above limitation. 
Applicants respectfully disagree. As shown in figure 7 that corresponds to the cited passage, the 
marker in Kunieda is placed at a center of the target position, and it is assumed that aiming the 
marker will automatically result in an aiming of the target. As such, Kunieda does not disclose or 
suggest, but in fact teaches away from, the above limitation. For at least the foregoing reason, 
claims 1 and 10, and any claims depending therefrom, are believed allowable over Kunieda. 
Claims 22-28 

Claim 25 recites adjusting a shape of a radiation beam. Kunieda does not disclose or suggest 
such limitation. According to the Office Action, column 16, lines 25-37 of Kunieda discloses the 
above limitation. However, the cited passage actually discloses: 
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In the above embodiment 1, on/off control of the medical treatment beam 16 of the linac 15 
is performed by obtained three-dimensional coordinates of the tumor marker 17. However, as 
shown in FIG. 20, if the moving body pursuit irradiating device is constructed such that the 
multi-leaf collimator 15a is opened and closed by the multi-leaf collimator control section 35 
by performing an inverse operation from a moving amount of the tumor marker 17 and an 
irradiating field is dynamically controlled, the position of a tumor can be set to an irradiating 
object of the medical treatment beam at any time. Accordingly, unnecessary exposure due to 
a fluoroscope is restrained and a medical treatment time can be shortened. 

As such, the cited passage does not disclose or suggest adjusting a shape of a radiation beam, as 

recited in claim 25. Also according to the Office Action, the term "inverse operation" refers to 

opening one side of a collimator while closing another side of the collimator to maintain a tumor 

centered in a beam. However, even under this interpretation, all of the collimator leafs would move 

such that the same beam shape is maintained. For at least the foregoing reason, claim 25 and its 

dependent claims 22-24 and 26-28 are believed allowable over Kunieda. 

Claims 34, 40, and 41 

Claim 34 recites using an internal anatomy of a patient as a marker, and establishing a 
relationship of the marker relative to the target. According to the Office Action, columns 1 and 2 of 
Kunieda allegedly discloses such limitations. However, Applicants respectfully note that columns 1 
and 2 of Kunieda discloses locating a "diseased part S" which is the treatment position. Because in 
Kunieda, the anatomy being detected is coextensive with the target, Kunieda does not disclose or 
suggest establishing a relationship of an internal anatomy marker relative to the target, and in fact, 
teaches away from such limitation. For at least the foregoing reason, claim 34 and its dependent 
claims are believed allowable over Kunieda. 
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Claims 37-39 

Claim 37 has been amended to clarify that images are acquired during a same physiological 
cycle. Kunieda does not disclose or suggest such limitation. For at least the foregoing reason, claim 
37 and its dependent claims are believed allowable over Kunieda. 

V. INFORMATION DISCLOSURE STATEMENTS 

Applicants wish to bring to the attention of the Patent Office the references listed on the two 
attached IDS', which were previously submitted on March 4, 2003 (please note that only the second 
page of form PTO/SB/08A has not been considered; the first page of form PTO/SB/08A has already 
been considered), and March 17, 2003, and requests that they be considered and initialed by the 
Examiner. 
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CONCLUSION 

Based on the foregoing, all remaining claims are believed in condition for allowance. If the 
Examiner has any questions or comments regarding this amendment, please contact the undersigned 
at the number listed below. 

The Commissioner is authorized to charge any fees due in connection with the filing of this 
document to Bingham McCutchen's Deposit Account No. 50-2518, referencing billing number 
7012072001. The Commissioner is authorized to credit any overpayment or to charge any 
underpayment to Bingham McCutchen's Deposit Account No. 50-2518 , referencing billing number 
7012072001. 



Dated: 

Bingham McCutchen LLP 
Three Embarcadero Center 
San Francisco, California 941 1 1 
Telephone: (650) 849-4960 
Telefax: (650) 849-4800 

Enclosures: Copies of previously submitted IDS' 



Respectfully submitted, 
Bingham McCutchen LLP 




Gerald Chan 
Reg. No. 51,541 
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designated in 37 CFR § 1.56(c) more than three months prior to the filing of this IDS. 



Payment and/or Authorization to Charge Fees: 
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£<J The Commissioner is authorized to credit any overpayment and to charge any underpayment to 
Bingham McCutchen's Deposit Account No. 50-2518, referencing billing No. 18721-7053, for any 
fees required by the filing of these papers. 

Respectfully submitted, 



Dated: 




Gerald Chan 
Reg. No. 51,541 



BINGHAM McCUTCHEN LLP 
Three Embarcadero, Suite 1800 
San Francisco, CA 941 1 1-4067 
Telephone: (650)849-4904 
Telefax: (650)849-4800 
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